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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 06/03/2009 have been fully considered but they are 
not persuasive. Applicant argues that Niu et al. (US PGPub 2008/0073505, hereinafter 
Niu) does not qualify as prior art. Applicant has submitted that Niu claims priority to 
09/17/2004. Examiner would like to note that Niu does qualify as prior art as the claimed 
foreign priority has not been perfected (certified English translation), therefore does not 
receive the priority date. 

Should applicant desire to obtain the benefit of foreign priority under 35 U.S.C. 
1 19(a)-(d) prior to declaration of an interference, a certified English translation of the 
foreign application must be submitted in reply to this action. 37 CFR 41 .154(b) and 
41.202(e). 

Failure to provide a certified translation may result in no benefit being accorded 
for the non-English application. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 
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Claims 1,3, 8-9, 12-13, 18-19, 21, 24, and 27 are rejected under 35 
U.S.C. 102(e) as being anticipated by Niu et al. (US PGPub 2008/0073505, hereinafter 
Niu). 

Regarding claims 1, Niu discloses forming a nanowire spot by growing a plurality 
of minute nanowires in the selected area of a conductive material capable of applying 
voltage (see paragraph [0051]); placing the specimen containing a substance to be 
analyzed in the nanowire spot and crystallizing by drying (see paragraph [0059]); and 
performing mass spectrometric analysis of the specimen containing a substance to be 
analyzed in a state where voltage is applied in the board, while simultaneously 
irradiating laser onto the nanowire spot, wherein the specimen is adsorbed to and 
crystallized in the nanowire under reduced pressure, to transfer energy to the specimen 
through the nanowire (see paragraphs [0049-0050]). It should be noted that the 
nanowires are shown in Fig. 2A as the thin non-silicon film layer (22) having a nano- 
structured surface (see paragraph [0050]). It should be further noted that each thin non- 
silicon film layer (22) is on a support substrate (10) as seen in Fig. 1 as being a plurality 
of wire-like structures. It should be further noted that mass spectrometry is inherently in 
a vacuum state (reduced pressure) unless stated otherwise. 

Regarding claims 3, 12, and 21 , Niu discloses the nanowire to be grown is 
alumina (AI2O3) (see paragraph [0051]). 

Regarding claims 8, 18, and 27, the value of the mass over electric charge (m/z) 
of ions is inherently measured while performing mass spectrometric analysis of the 
specimen containing a substance. 
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Regarding claims 9 and 19, Fig. 1 of Niu discloses manufacturing nanowire 
suspension containing a plurality of minute nanowires (22) (see paragraph [0051]); 
forming a nanowire islet after drying the nanowire suspension coated on the selected 
area of a conductive material or a semiconductor board capable (10) of applying voltage 
(see paragraph [0049]); placing the specimen (12) containing a substance to be 
analyzed in the nanowire spot and crystallizing by drying (see paragraph [0059]); and 
performing mass spectrometric analysis of the specimen containing a substance to be 
analyzed in a state where voltage is applied in the board, while simultaneously 
irradiating laser onto the nanowire spot, wherein the specimen is adsorbed to and 
crystallized in the nanowire under reduced pressure, to transfer energy to the specimen 
through the nanowire (see paragraph [0049-0050]). It should be noted that the 
nanowires (22) are used to hold an active layer (24) in place, therefore the nanowire 
(22) are nanowire suspensions. It should be further noted that mass spectrometry is 
inherently in a vacuum state (reduced pressure) unless stated otherwise. 

Regarding claims 13 and 24, Niu discloses the nanowire suspension is formed by 
spraying on the selected area of the semiconductor board (see paragraph [0051]). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 2, 4-7, 10-11, 14-17, 20, 22-23, and 25-26 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Niu. 

Regarding claims 2, 1 1 , and 20, Niu discloses forming the nanowire except that 
the nanowire has a diameter of 500 nm or less and an aspect ratio of 10 or higher. 
However, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the invention of Niu by forming the nanowires with 
certain dimensions, since it has been held that discovering an optimum value of a result 
effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 205 
USPQ 215 (CCPA 1980). 

Regarding claims 4, 14, and 25, Niu does not explicitly disclose that the nanowire 
spot is formed so that it is equal to or smaller than the area for laser irradiation. 
However, it would have been obvious at the time of invention to a person of ordinary 
skill in the art to modify Niu by forming the nanowire spot such that it is equal to or 
smaller than the area for laser irradiation for the purpose of controlling the amount of 
analytic molecules. 

Regarding claims 5, 15, and 22, Niu does not explicitly disclose the specimen 
comprises a salt and the material to be analyzed, wherein the concentration of the salt 
is greater than 10 mM. However, it would have been obvious at the time of invention to 
a person of ordinary skill in the art to choose a specimen comprising a salt with a 
concentration of greater than 10 mM, since it has been held to be within the general skill 
of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 
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Regarding claims 6, 16, and 23, Niu does not explicitly disclose the material to be 
analyzed in the specimen contains less than 1 femto mole. However, it would have 
been obvious at the time of invention to a person of ordinary skill in the art to adjust the 
concentration of the specimen such that the material to be analyzed in the specimen 
contains less than 1 femto mole, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. 

Regarding claims 7, 17, and 26, Niu does not explicitly disclose the energy of the 
laser. However, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the invention of Niu by adjusting the energy of 
the laser such that the energy is greater than the band gap of the nanowires grown in 
the semiconductor board according to the kind of nanowires to be selected., since it has 
been held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hanway Chang whose telephone number is (571 )270- 
5766. The examiner can normally be reached on Monday to Friday 7:30 AM till 4 PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert H. Kim can be reached on (571)272-2293. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Supervisory Patent Examiner, Art Unit 2881 



